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Response to Arguments 

Applicant's arguments filed 12-12-2008 with respect to the rejection of claims under 35 
U.S.C. 1 12, second paragraph, regarding the use of "BET" and "DBP" in claims 5, 6 and 18 to 
define the carbon black pigment have been fully considered and found persuasive. The rejection 
is hereby withdrawn. 

The rejection of claims 1-2, 5-7, 9-1 1, 15 and 17 under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Nakajima (US 2003/0199612) is 
withdrawn in response to applicant's arguments. See Remarks, page 7 and description of 
Pigment Black 7 from Nation Master Encyclopedia. 

The rejection of claims over WO ' 162 in view of Ikeda et al is maintained for the 
following reasons. Applicant argues that neither WO '162 nor Ikeda et al discloses that the 
disclosed pigments have an acid value greater than 8 mg NaOH/g. It is agreed that WO '162 does 
not teach acidic pigments. Although Ikeda et al do not specifically mention acid value, Ikeda et 
al clearly teach acidic carbon black in column 4, lines 25-38, that would be expected to have an 
acid value greater than 8 mg NaOH/g in the absence of evidence to the contrary. The difference 
from the instantly claimed invention is that the carboxyl groups are sites for grafting a polymer 
chain to the carbon black (column 4, lines 47-60). However, Ikeda et al clearly teach that the 
disclosed properties of the grafted carbon black, such as dispersibility and high electric 
resistance, make it useful in ink-jet inks (column 22, lines 57-65). 

Applicant argues that an unexpected result, specifically decreased nozzle loss, is shown 
in Table 2 for the instantly claimed invention. The data in Table 2 has been considered and found 
unpersuasive because the claims are not commensurate in scope with the data presented. There is 
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no showing that a pigment having an acid value greater than 8 mg NaOH/ g, such as 9 mg 
NaOH/g, provides unexpected results. The highest value of acid value in the comparative 
examples is 4.16 while an acid value of 27.8 is reported for the carbon black used in Example 1. 
There is no data for pigments other than carbon black. Further, it is not clear whether the 
pigments Regal 250R, Special Black 250 or Special Black 350 are representative of the carbon 
blacks taught by WO '162, which include Pigment Black 7 and Pigment Black 4 as well as 
Pigments of other colors.. 

New grounds of rejection are set forth forth herein below. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5-7, 9-1 1, 15 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 03/027162 in view of Ikeda et al (6,417,283). 

WO '162 discloses compositions for ink jet inks comprising a pigment, such as carbon 
black, radiation curable dispersant, mixture of (meth)acrylate monomers and photoinitiators. See 
pages 13-16. The radiation curable dispersant contains a polar component, such as an amine 
(page 8). Inkjet ink viscosity is taught on page 19, lines 17-26, and ink jet printing is taught on 
page 30. WO '162 does not mention the acid value or pH of the pigment employed. 
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Ikeda et al disclose a carbon black graft polymer wherein the carbon black has a specific 
surface area not more than 120 m 2 /g. The high carbon content carbon black graft polymer 
exhibits improved dispersibility in water, organic solvents and organic high polymers (column 1 , 
lines 6-10, column 3, lines 1-12, and column 19, lines 40-47). Carbon black having a specific 
surface area not more than 120 m 2 /g and an oil absorption, regarding dibutylphthalate, not more 
than 70 ml/lOOg and pH value less than 7 is taught (column 2, lines 24-32, and column 3, line 
48, to column 4, line 38). The carbon black graft polymer obtained by reacting a polymer having 
a reactive group reactive with a functional group on the carbon black is described (column 18, 
line 59, to column 19, line 15). Use in ink-jet inks taking advantage of the disclosed properties of 
the grafted carbon black is taught in column 22, lines 57-65. Ikeda et al teach compositions 
comprising the grafted carbon black and (meth)acrylate monomers for a toner (column 23, line 
31, to column 25, line 35). 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the grafted carbon black having a pH less than 7 disclosed by Ikeda et al as the pigment in the 
compositions taught by WO '162. WO '162 provides motivation by teaching carbon black 
pigments for the disclosed ink jet inks. Ikeda et al provide motivation by teaching that the 
disclosed grafted carbon black has improved dispersibility in organic solvents and organic high 
polymers and by teaching its use in ink-jet inks. One skilled in the art at the time of the 
invention would have been motivated by a reasonable expectation of taking advantage of the 
improved dispersibility of the acidic grafted carbon black taught by Ikeda et al in the radiation 
curable ink jet ink compositions disclosed by WO '162. 
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Claims 1-3, 5-7, 9-11, 15 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 03/027162 in view of Nagai in WO 02/102906. US 7,278,726 is relied 
upon for the disclosure of WO '906. 

WO '162 discloses compositions for ink jet inks comprising a pigment, such as carbon 
black, radiation curable dispersant, mixture of (meth)acrylate monomers and photoinitiators. See 
pages 13-16. The radiation curable dispersant contains a polar component, such as an amine 
(page 8). Inkjet ink viscosity is taught on page 19, lines 17-26, and ink jet printing is taught on 
page 30. WO '162 does not mention the acid value or pH of the pigment employed. 

Nagai discloses ink jet ink recording sets comprising two aqueous inks. Black pigments 
having a BET specific surface area from 50-300 m 2 /g and DBP oil absorption from 40 to 150 
ml/lOOg are taught in column 15, lines 45-50. Acidic carbon blacks containing an anionic group 
in the form of a free acid and having a pH from 2-6 are taught in column 15, line 55, to column 
16, line 14. See Preparation Examples 1 and 5. Ink A is preferably a black ink having an anionic 
group as free acid and, with an ink B containing a specific quaternary ammonium salt, provides 
excellent secondary color reproducibility on plain paper even at high speed (column 34, lines 15- 
26). 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the acidic carbon black taught by Nagai as the carbon black in the non-aqueous inks disclosed by 
WO '162. WO '162 teaches using carbon black pigments in the disclosed inks. Nagai teaches 
that acidic carbon black inks provide excellent secondary color reproducibility on plain paper 
even at high speed. One skilled in the art at the time of the invention would have been motivated 
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by a reasonable expectation of taking advantage of the improvement in reproducibility taught by 
Nagai in the ink compositions and method taught by WO ' 162. 

Allowable Subject Matter 

Claims 13, 14 and 18 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. WO '162 discloses ink compositions wherein the reactive 
diluent is mainly mono-functional (meth)acrylatcs. WO '162 teaches using Solsperse 32000 as 
dispersant but does not mention using a dispcrsant containing amine or imine groups. 

Conclusion 

Yamada et al (7,135,504) is cited as art of interest. An ink jet ink composition comprising 
a dispersant and carbon black pigment is disclosed. See the description of carbon black in 
column 3, lines 3-52. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Suzuki et al (6,245,832) disclose ink jet inks comprising water, solvent, 0.5 to 10 wt 
% pigment and dispersant. Black pigments, including acidic carbon blacks DEGUSSA special 
black 6, 5, 4A and 4, are taught, preferably having a BET specific surface area from 80-200m 2 /g 
and DBP oil absorption from 50 to 180 ml/lOOg (column 5, line 36, to column 6, linel6). Suzuki 
et al discuss nozzle clogging (column 10, line 53, to column 11, line 20). Krepski et al 
(5,840,106) disclose water-based pigmented inks comprising acidic pigments to provide a high 
quality printed image (column 3, lines 56-65 and Example 10). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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